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TRADEMARK TRIAL AND APPEALS BOARD
LS. Reg No. 1384270
OMNOVA SOLUTIONS, INC.,

FedIoneT; Canceiiation No, 92043900

THE B GEM O, INC.,

Respondent.
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Respondent The Die-Gem Co., Ine. believes that the Descuvery Period i3 closed and
should remain closed and that the Respondent The Die-Gem Co., Ine. should not be

conrmetled.

Petitioners OMNOVA Solutions Ine. has had the answer to their Discovery queries for
ome year, May 30, 2003, o the Answer to Patition to Cancel 92083000, A well, the
Kepresentative for Petitioner OMMNOVA Solutions Inc. has been allowed 1o review Trade
Secret information. The information disclosed from these two sources more than answers
the Petitioner DMNOVA Solutions [ne. false acousations and Siscovery request, Forther
The Die-Gem Co, Inc. has declared o the use, contisned use, and plans for fotune use of

the mark FEEL. N STICK o The Uinited States Patent and Trademark CH es sned was



G203 Pase 2 of &

sranted 15y fare 2005 ¢ {Q-vear eatension. Further, the Die-Oem Co., Ine, bas protected

and continues to protect the mark PEEL N STICK.

Hundreds of hours have been allocsicd to the defense and protection of mark PEEL N
STICR.

Deail of Besoanss 1o Thoeovery

I. Particolarization to each query and request was given. Detailod afswors wer
given to any answer songht that had not been given or data provided poor to
Drscoveny,

2. Certain gqueres were Ininmsic to the information marked Trade Secret and
could not be answered without revealing other Trade Secrets.

3. Informntion concomuayg the product makeup i rovealed could be usod by
anyone. There are many applications where this information conld be applied
not incleding weathenzation products.

Further to the Information Not Revealed

S SN

The Pedtiomer OMNOVA Soistions inc. is a large Company with two Ressaren &
Development facifities with Analytical Laboratories. The Petitioner OMNOVA Solution,
ine. Also has ongoipe rescarch with several Usiversiies. T e Resoondent The Tre-{em
o, Ine, as a small Company wonders why the Petittoner OMNCVA Solutions Isc.
would want o waste the Trademark Trial and Appeal Board's time by asking The

Hesmondent The Thc-Gem O, Ine. ovestions they 2are better able 1o answer,
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The product line of the Respondent The Die-Gem Co., se. has been available since 1971
to the general publie. Further, the product line of the Respondent The Die-Gem Co., 1nc.
has boen avarlable on lne to the public sinee 2007, The Petitioner OMMNOVA Solutions
inc. may have purchased and found the information they were leobing for owver the last
bwo years or easlier, a tme pereod we are not copmizant of, the Petitioner OMNOVA
Sofutions Iae. has had the opportunity to examine e Respondent The Die-Gem Co., Inc.
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A. The Respondent The Die-Gem Co., ne. would like to reminded Trademark

Trial and Appeal Board that the Petiioner OMNOVA Solutions fec. has stated in their
Pedition, “Petitioners OMMNOVA Solutions Ine. believes and alleges that Respondent has
abandoned the mark "PEEL N STICK," bas made no use of it in connection with ANY
gooais for af least three comseentive vears preceding the filing of this elaim (Ootober
2001 ¥ for cancellation, and Bas o intent to resurme such use,™ The complete Pesition to
cancel FIOLINN see Artachment #1. To retterate the prood sighied many fimes JHhHGs

of our literatmre are available oo line a1 waw gl eerwratheriyationoom and have bean

available to the public by fax and or mail and at exhibils and other venues. Many

avenves for relevant information were and are available 1o the Petitioner {ORINOWA

solutions ne. Petitioner OMNOVA Solutions Ine. states, in the Petition FQAAI00, that
their efferts showed oo results. Relevant Search Information presented to the Trademark

Toal and Appeal Board May 30, 2005 by the Resoondent The Die-Cerm Co Tna of the
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Internet shows overwhelmingly mark PEEL N STICK was T or 2 in the many searches.

Atachmenst & 2

B. “Petitioner, Ownova Solutions, Inc, sursuant to Trademark Rele 2,11,

herchy petitions to cancel Fegistration No, 1,384 270 of Respondent ™ The Die Gem (o
Inc. The Respondent The Die-Gem Co., Inc. beliaves the Trademark Trial and Appeal

Board should be asking the Petitoner OMNOWA Solettons Inc. why Petition #5204390
does pot show bad faith and as such, the Petition # 92043000 should be terminated with

prejudioe, .

€. “As a result of Respondent's failure o pse the Mark  "PEEL N $TICK" and

jack of intent to resume such use, the mark has become abandoned for purposes of
Section 4% of the Trademark Act, |5 U.S.C ~ 11277, The Respondent The Die-Gem
o, ing, ok, cumently advestscs the mark PEEL N STICK I Thortes Regisial and on
the Internet? These are some of the visible efforts of the Respondent The Dic-Gem Co,

Ine, is and has made to protect the valwable mark PEEL N STICK

Response to (False) Allecation of the Petittoner QMNOVA

Solutions Inc.

Respondent's The Die Gems Co., Ine. believes it has covered the full scope of the

silemations broasht in the Petition to Cance] S208360, Further, Resoondent’s The Die
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Gem Co., Inc. has and is protecting the Mark PEEL N STICK and has made every effors
o coonerate with the Trademark Tnal and Appead Board and (0 answer any and all
refovant gquenies. Respondent's The Die Gem (o, Inc. belleves that the Pettton #
2043900 15 & frawd and is a waste of the valuable tme of the Trademark Tnal and
Appeal Board. The continuation of this Procceding seriously hampers Respondent's The
Dhe Gem Co., Ing., a small company with limited resources, from protocting the Mark
PEEL N STICK. Respondent's The Die Gem Co,, Ing is aware of a serions breach 1a the

use of the Mark PEEL N STICK. And implores the Trademark Trial and Appeal Board to

bring this proceeding to an cnd.
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Uinited States Patent and Trademark Office

Trademark Trial and Appeal Board

POy Box 1451

Alexandria, Va 23313-18531

Petitioner Crmnova Solutions Inc

175 Ghent Road
Tairtawn Oh 3335333300

S 3R

mA.

A
Fespondent  The Die-Gem Co, inc.
One The Die-Gem Way
Adcron, Ohio 44312-1539

33U

SET

1 here by certify that on May 31, 2006 a true copy of the foresoing Responge 60 the
Motion o Compel and Extend Discovery was sent by Hest class mail, properiy addressed
and postaee prepaad to:

Mr. Michael C Whnthicar
Jagtiani + Gunag

10363-A Democracy Lanc
Fairfax, Va. FHIF
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.Iamcs R Adams - 3.}{} TES-T400) JRA@Jie-gom.com
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attached Adverlising Requirement form [Advi 201), remove KEL-ELZ®

&

irademarks and trade names from the direciory.

Cxhidit # 1 de

%, through media ads, ad slicks, advertising rules,

in-store merchandising and product directory forms, use fomd

Exhibit & 2 . 0 brochures, stuifers, calalogs and contracior

a5 well as conswmear product iterature, i

Exhibit # 3

ates . use of packaging, package labels, package

overday cands and carton stickers, yse from d

Proof-of-use:

Exhibit # £

A Google search of the Internet has been carmed ou? 0 show the mark

PEEL N STICKE with relevant nouns and the words PEEL & STICK. Eleven
ierms wene searched., The placement of the terms, fots! number segrch
resuils and Key words for each search are Bsled below. The detail of the

Google search engine resulls are shown in Exiibit £ 441 thropah 4-4%
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KEL-EEZ or The Die-Gem Company has oot now or ever had s busingss
relationship with Google search engine. KEL-EEZ® weatherization

producis have been on the World Wide Web since 1899, KEL-EEZ

wegiherization includes PEEL N STICK products.  The Die-Geam Company

web sife is at were s oo annn
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Search wiords PEEL N STICK®, PEEL & STICK and PEEL & STICK ™ are wall
antrenched on the Internet. PEEL N STICK mark s totally entwined with
all of KEL- B8 Weatherization products and is the kgy word to product
sales on the Internet. The search words PEEL & STICK and PEEL & STICK
™ give aver 200,000 search result sites. Exhibag 4~ 10 and 17 show
multiple results for PEEL & STICK ™ This is further evidence of the bad
faith shown by Dmnova Solutions Inc. in continuing 1o dilute the mark

PEEL N STICK.

An analysis of the site wew o e over 2 9l-day period indicates
that there wera over 57 thousand hirs with 50 identifiable domains.
There were over 12 thousand domain hits from the United States. The

domain fypes were .com, net and mil. There were over 2.5 million bites a

day transferred, Exhibit 4 4-12 i5 the Thomas.net ad (a company

profile) and 5 at
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ipternet Search for FEEL N STICK Exhubit# 4
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Evidence of contnued vse of the mark PEEL N STICK®
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Fyvidence of continued ase of the mark PEEL N STICK®
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Evidence of continoed vse of the mark PEEL N STICK®
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Evidence of continued use of the meark FEEL N STICK®
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I rag UNTTED STATES PATENT ArFD TRABEMARK OFFICE
THANEMARK TRIAL AND APPEAL S BOARD

7.5, Reg. Mo. 1384270 |
OMINOWVA SOLUTHONE, TN,

Pontioner; !
W,
THEDIE GEM CO., INC.,

Eespondent. :
1

PETTTEON T0 CANGEL

Pefaner, Omnova Selations, nc., purseant to Trademark Eade 2,117, harey
petdtions W cancel Regisaation No. 1,784,250 of Respordent, The Die Giern Co., e, o
support of this claim, Petitioner mapectiolly states a3 Teallpnove:

1. Om February 25, 1986, Resposdent obtained Registaton No, 1384270 For the
Tk “PEEL N STICK™ med on the goods of “weaher swmipping”™ In Interoational Class
I

T O Febraary 56, 1992, Respondent filed 2 Secticn 8 and 15 Affidanat declaring
continued wee of the mark *PEEL N STICE.” This affidavit was aclmowledged by the
Office on April 1o, 19972,

3 Periticmer believes and alleges ihar Respoadent has abandened e mack “FEEL M
STICK.™ has made oo use of it i conmection with wmy goods Jor af ieast -hres
consecRive yrass preceding ttuz filing of this claim for cancelladon, and has 0o mimf fo

rEEIme fch Ben




& =]
Petition to Cancel U.S. Reg. No. 1,384,270 ey 4, Ress

4, Pedtioner, afer repoatnd requests to Rcs.;_:l-andl:nt. hag peceivesd 0o ovidones of
documentmion of conlicaous trademmar wse of the mark "TEEL K STRCE™

5 A2 2 remade of Fespendent’s failure tozse the mark “FEEL N STICK” and lack, of
intent o resame such vse, the mark has become abandoned for purposes of Section 45 of

the Trademsark, Act, 15 US40 5 1127,

=

WHEREFFORE, Petitloner requests that this petigon to cancel be gramted and

Registoation Mo, 138 70 ba ordered capeclizd.

In addition wiih the peition o czoee!, Petitione: atthorizes the Commistiontr o
charge the canesllaton fee under 37 CER. & 2440(16) in the amount of 3200LKL ana
charge. any additional fees or credit any cverpayment onder 37 CER. § 2.6 to Deposit

Avconnt No. 10-02 3302 ¢13- 00NN,

L=

AJay A Jogtiani

JAGTIAN] + GUTIAG
10363-A Democtacy Lanse
Fajrfas, VA 22030

T3 501 2664 (Phone)
TO5.591 5907 (Faocdmile)

Diare: Ootober 25, 200

PaazToff



United States Patent and Trademark Office
Trademark Trial and Appeal Board

P O Box 1451
Alexandria, Va. 23313-1451
Petitioner Omnova Solutions Inc
175 Ghent Road
Fairlawn Oh 44333-3300
92043900
V.
Respondent  The Die-Gem Co., Inc.
One The Die-Gem Way
Akron, Ohio 44312-1539
June, 2 2006 Certification
Sir:

Please find enclosed the Response to Discovery Extension & Compel Request proceeding
No. 92043900.

Response to PETITIONER'S Request to Extend Discovery and
Compel

Attachment #1 Petition To Cancel 92043900

Attachment # 2 Google Search

I certify that the above listed items were served by Internet addressed to Mr. Michael C
Whitticar representative of Omnova Solutions Inc. at:

mikew @jagtiani.com

James R Adams JRA@die-gem.com
President
The Die-Gem Co., Inc.



